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Commissioner for Patents 
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Date: December 8, 2006 



Sir: 



Appellants hereby submit this Pre- Appeal Brief Request for Review in cotmection with 
the above-identified application. A Notice of Appeal is filed concurrently herewith. 

I. Status of the Claims 

In the Final Office Action dated September 6, 2006, all pending claims (claims 1-31) 
were finally rejected. Specifically, claims 1, 2, 7-12, 25 and 28-31 were rejected under 35 U.S.C. 
§103(a) as obvious under U.S. Patent No. 6,014,735 ("Chennupaty") in view of U.S. Patent 

No. 6,161,172 ("Narayan"). Clauns 3, 4, 13, 15, 16 and 27 were rejected under 35 U.S.C. 
§ 103(a) as obvious under Chennupaty in view of Narayan and in further view oiNew Bytecodes 
For "Real" Java? (Google). Claims 5, 6, 14 and 26 were rejected under 35 U.S.C. § 103(a) as 
being obvious under Chemiupaty in view of Narayan and The JavaTM Virtual Machine 
Specification (.TVM). Claims 17-20, 23 and 24 were rejected under 35 U.S.C. §1 03(a) as obvious 
under Chennupaty in view of Narayan and further in view of Nazomi Introduces First Universal 
Java Accelerator Chip for Mobile Wireless Applications (Nazomi). Claim 21 was rejected under 
35 U.S.C. §103 (a) as obvious under Chennupaty in view of Narayan, Nazomi and Google. Claim 
22 was rejected under 35 U.S.C. § 103(a) as obvious under Chennupaty in view of Naraj^, 
Nazomi and JVM, Claims 1-31, a current listing of which is provided in the Response and 
Amendment to Office Action Mailed January 4, 2006, are hereby appealed. 
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II. Summary of Chennupaty 

Chennupaty teaches a method and apparatus for encoding an instruction in an instruction 
set which uses a prefix code to qualify an existing opcode of an instruction. An opcode and an 
escape code are selected. The escape code is selected such that it is different fix>ni the prefix code 
and the existing opcode. The opcode, the escape code and the prefix code are combined to 
generate an instruction code which uniquely represents the operation performed by the 
instruction. 

III. Claims 

Claim 1 requires that "...the pre-decode logic determines whether a subsequent 
instniction comprises a prefix, in which case the decode logic causes a program counter to skip 
the prefix thereby precluding the decode logic fi:om receiving the prefix..." The combination of 
Chennupaty and Narayan fails to teach or suggest precluding the decode logic from receiving the 
prefix by causing a program counter to skip the prefix. 

Figure 4 of Chennupaty is reproduced below for convenience: 
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FIG. 4 



Fig. 4 shows a decode unit containirig a prefix and escape detector 320, a decoder enable 
circuit 330 and an opcode decoder 340. As described in col. 5, 11. 33-39, multiple bytes are 
provided to the decoder 340. Specifically, bytes In to In+7, Ik to Ik+t and Im to Im+t are provided to 
the decoder 340. In many cases, the byte In to In+t is a prefix. If the byte In to 1^+7 is a prefix, col. 
5, 11. 59-65 state that the output enable signal ENl of NOR gate 420 is negated. Because the 
enable signal ENl is negated, the decoder 430 is disabled, thereby precluding the decoder 430 
(and the decoder 340 in general) firom receiving the byte In to (that is, the prefix). 

Although the prefix is precluded fi-om being received by the decoder 340, Appellants 
point out that the technique by which the prefix is kept out of the decoder 340 is different than 

I8S657.01/1 962.05416 



Application No. 10/210,626 

Pre- Appeal Brief Request for Review Dated October 26, 2006 
Reply to Final Office Action Dated August 24, 2006 

what is required by claim 1 . Claim 1 requires that the decode logic is precluded "from receiving 
the prefix" because "the decode logic causes a program counter to skip the prefix." That is not 
the case with Chemiupaty. hi Chennupaty, hardware logic {i.e., the gates 410, 412, 414 and 420) 
prevents the decoder 340 fix)m receiving the prefix. It is not the adjustment of a program counter 
that causes the prefix to be rejected by the decoder 340, as required by claim 1; instead, it is 
hardware logic that is responsible for preventing the decoder 340 from receiving the prefix. 

Appellants notice that the Examiner asserts, "Further note that if the first byte is a valid 
prefix, the first byte is ignored by the decoder ... in effect causing the program counter (pointer 
to the current instruction) to skip the prefix bytes and point to the instruction being decoded" 
(p. 3 of the Office Action dated September 6, 2006). Appellants provide two comments m 
response. First, Chennupaty's program coimter setup is not explicitly disclosed. The program 
counter may very well point to the next instruction to be fetched, and if this is the case, then the 
program counter would not be altered by the decoder 340's rejection of the prefix (since the 
prefix has already been issued from the instruction buffer 310). Second, what happens to 
Cheimupaty's program counter as a result of the decoder 340's rejection of the prefix is 
irrelevant. Claim 1 states that the "program counter [skips] the prefix," thereby causing the 
decoder to reject the prefix. Li Chennupaty, the cause-effect relationship is reversed from what is 
required by claim 1 : adjustment of the program counter, if it happens at all, would be an effect of 
the decoder 340's rejection of the prefix. Narayan, Google, JVM and Nazomi all fail to satisfy 
the deficiencies of Chennupaty. 

hi summary, all combmations of the cited references fail to teach precludmg a prefix 
from bemg received by a decoder by causing a program counter to skip the prefix. Specifically, 
Chennupaty discloses that the decoder 340 is prevented from receiving the prefix due to the 
hardware gates 410, 412, 414 and 420 {not due to the adjustment of a program counter), and 
Narayan, Google, JVM and Nazomi all fail to satisfy the deficiencies of Chennupaty. 

Based on any or all of the foregoing, claim 1 is patentable over all combinations of the art 
of record. Because claim 1 is patentable, its dependent claims 2-8 also are patentable. Further, 
because independent claims 9, 17 and 25 comprise limitations similar to those of claim 1, 
claims 9, 17 and 25 and their dependent claims 10-16, 18-24 and 26-31 also are patentable over 
all combinations of the art of record. 
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lY. Conclusion 

In the course of the foregoing discussions. Appellants may have at times referred to claim 
limitations in shorthand fashion, or may have focused on a particular claim element. This 
discussion should not be interpreted to mean that the other limitations can be ignored or 
dismissed. The claims must be viewed as a whole, and each limitation of the claims must be 
considered when determining the patentability of the claims. Moreover, it should be understood 
that there may be other distinctions between the claims and the prior art which have yet to be 
raised, but which may be raised in the future. 

Appellants respectfully request reconsideration and that a timely Notice of Allowance be 
issued in this case. It is believed that no extensions of time or fees are required, beyond those that 
may otherwise be provided for in documents accompanying this paper. However, in the event 
that additional extensions of time are necessary to allow consideration of this paper, such 
extensions are hereby petitioned under 37 C.F.R. § 1.36(a), and any fees required are hereby 
charged to Texas Instruments Inc.'s Deposit Account No. 20-0668. 



Respectfixlly submitted, 




Nictf P. Patel 
Registration No. 57,365 



Agent for Appellants 
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